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LAZARUS, Adm nistrative Patent Judge.

DECI SI ON  ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of claims 1, 3, 6-9 and 13. Clains 2, 4, 5, 10-12

and 14-15, the other clains in this application, have been

i ndicated as all owabl e, subject to being rewitten in

i ndependent form (answer, page 3).



We affirm
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BACKGROUND

The appellant's invention relates to an artificial bait
with breakaway segnments for adjusting the drop rate in water
(specification, page 1). A copy of the clainms under appeal is
set forth in the appendix to the appellant's brief.

The prior art reference of record relied upon by the
exam ner in rejecting the appealed clains is:

Ri gney 5, 438, 790 Aug. 8, 1995

Claims 1, 3, 6-9 and 13 stand rejected under 35 U S.C
8 102(b) as being clearly anticipated by Rigney.:?

Rat her than reiterate the conflicting viewpoints advanced
by the exam ner and the appell ant regardi ng the above-noted
rej ections, we make reference to the exam ner's answer (Paper
No. 12, mmil ed Novenber 18, 1998) for the examner's conplete
reasoni ng in support of the rejection, and to the appellant's
brief (Paper No. 10, filed October 29, 1998) and reply brief
(Paper No. 13, filed January 19, 1999) for the appellant's

argunents thereagai nst.

! The rejection of clains 2, 4, 5, 10-12 and 14-15 has been withdrawn by the
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OPl NI ON
I n reaching our decision in this appeal, we have given
careful consideration to the appellant's specification and
claims, to the applied prior art references, and to the
respective positions articulated by the appellant and the
exam ner. As a consequence of our review, we nake the

determ nati ons which foll ow.

The 35 U.S.C. 8 102(b) rejection of clains 1 and 3 as being

clearly anticipated by Ri gney.

We will sustain the examner's 35 U.S.C. §8 102(b)
rejection of clains 1 and 3.

Claim1l recites:

1. An artificial bait conprising:

a body shaped to sinulate a natural bait and having a
predeterm ned base drop rate when imersed in water with a
t hreshol d wei ght attached thereto; and

means on said body for delineating a breakaway segnment
froma main segnent thereof, said main segnent of said body

having a predeternm ned drop rate faster than said
predeterm ned base drop rate when imersed in water with the

exam ner (answer, page 3).
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t hreshol d wei ght attached thereto and said breakaway segment
renmoved therefrom

At the outset we note that Rigney discloses an artificial
bait 30 shaped to sinulate a natural bait (crawdad (fig. 1) or
a worm (fig. 2)) "which, in conbination with a hook, sinks at
relatively low rates of descent” (col. 1, lines 57-58).
Various predeterm ned descent (or drop) rates are shown in the
table in colum 4. Appellant and the exam ner disagree only
on whet her Rigney teaches the "neans" portion of appellant's
claim 1.

The exam ner's rejection states "Rigney discloses a body
shaped to sinulate a natural bait (figures 1-3) and a neans on
said body for delineating a breakaway segnent (31, figure 1)"
(final rejection, page 1). |In dismssing appellant's prior
argument, it is explained that "the limtations in the clains
directed to the drop rates of the bait before and after the
segnents are renoved are given very little patentable
weight... these |[imtations are use limtations and fail to
further defined (sic) the structure of the artificial bait”
(final rejection, page 3).

An express teaching or even an express disclosure is not

required to establish anticipation as appellant seens to
5
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argue. Instead, to anticipate a claim a prior art reference
must disclose every limtation of the clainmed invention,

either explicitly or inherently. See In re Schreiber, 128

F.3d 1473, 1477, 44 USPQ2d 1429, 1431 (Fed. Cir. 1997).

Al t hough we di sagree with the exam ner's statenment
regarding the neans limtations, we neverthel ess sustain the
rejection for the reasons that foll ow

Appel | ant correctly notes that "functional |anguage can

be used to define a structural elenent of (sic) claim (reply

brief, page 2). The portion of the "means"” clause, "said main
segnent of said body having a predeterm ned drop rate faster
t han said predeterm ned base drop rate when i mersed in water
with the threshold weight attached thereto and sai d breakaway
segnent renoved therefroni is described as "[t]he pertinent
| anguage of claim 1" and it is asserted "[t]his is a
structural limtation claimd by functional |anguage"” (id.).
We find that all of the features of claim 1, including
the "means” limtation, are disclosed, expressly or
i nherently, by Rigney. The "neans" limtation of claiml, is
met by the contour of the artificial bait shown in Rigney's
drawi ngs. Appellant's disclosure recites several ways to

6
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del i neate portions of the bait for renmoval. "[T]he
del i neati on may be acconplished, for exanple, by... distinct
changes in contour of the bait material, such as by the
junction point 27 of the leg 29 with the main segnent of the
body 11" (specification, page 6). Figure 1 of Rigney shows a
mai n segment of a crawdad body with legs joined to the body at
junction points. The contour of the junction points in Rigney
are virtually the same as the contour of the junction points
in appellant's drawi ngs. To the extent that appellant's | egs
can be broken away fromthe body, the legs in Rigney |ikew se
are inherently capabl e of being broken away in a simlar
fashion, which is all that is required. Thus, appellant's
subject matter of claiml is satisfied by Rigney.

It follows that we will sustain the examner's rejection
of claim11l, and al so of dependent claim 3, which specifies the

contour as the delineating feature.

The 35 U.S.C. 8 102(b) rejection of clains 6-9 and 13 as being

clearly anticipated by Ri gney.

We will also sustain the examner's 35 U.S.C. § 102(b)

rejection of clains 6-9 and 13.
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Appel l ant's grouping of claim®6 separate fromclaim1
urges "Claim6 further requires: (1) a plurality of breakaway
segnents; and (2) volumetric relationship of the breakaway
segnents to the main segnent; (3) the predetern ned drop rates
corresponding to the nunmber (or total volunme) of segnents
broken away" and "[t]his plurality of volumetrically related
segnents i s nowhere taught or suggested in Rigney '790"
(brief, page 9).

As noted above, Figure 1 of Rigney shows a nain segment
of a crawdad body with I egs joined to the body at junction
points. W find that the shape of the crawdad body in Ri gney
is identical, or virtually identical, to the shape in
appel l ant's application.

We further find that the volunetric relationship of the
br eakaway segnents to the main segnent and the predeterni ned
drop rates corresponding to the nunber (or total volume) of
segnents broken away are expressly described, or inherent, in
the disclosure of Rigney. It is sufficient for purposes of
anticipation that the reference inherently discloses each

el ement (or elenments). See Verdegaal Bros., Inc. v. Union Q|

Co., 814 F.2d 628, 631, 2 USPQ2d 1051, 1053.
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Ri gney discl oses "[t]he hook or jig has an average
density greater than the average density of water while the
artificial bait has an average density less than the average
density of water” and "the volunme of the bait is proportioned
to the volume of the hook so that their average density taken
together slightly exceeds the average density of the water so
that the hook and the body together sink relatively slowmy in
the water” (col. 2, lines 2-13). Upon renpoval of one or nore
segnents, such as |leg segnents, from Rigney's crawdad (fig.
1), the predeterm ned drop rate (described in the table in
colum 4) of the initial body will inherently increase because
removal of a segnment results in a |ess buoyant, artificial
bait material. Accordingly, appellant's argunents do not
establish any difference between Rigney and claim®6 on appeal.

It follows that we will sustain the examner's rejection of
claim6 inasnmuch as all of the Iimtations are either
expressly, or inherently, disclosed in Rigney.

We also find that the limtations of clainms 7-9, which
further nodify claim6 by specifying at | east two breakaway
segnents extending "serially" (claim7) and "independently”
(claim8) fromsaid main segnent with the main and breakaway

9
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segnents sinmulating natural bait and appendages (claim9),
respectively, are shown by the features of Rigney's crawdad
(Figure 1). For the reasons earlier expressed with respect
to claim3, we find the contour delineating feature of claim
13 to be disclosed by Rigney.

Based on the foregoing analysis of the Rigney patent, we
are satisfied that this reference neets all of the limtations

inclainms 1, 3, 6-9 and 13.

CONCLUSI ON

To summari ze, the decision of the exam ner to reject

claims 1, 3, 6-9 and 13 under 35 U.S.C. 8§ 102(b) is affirned.

10
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No tine period for taking any subsequent action in

connection with this appeal may be extended under 37 CFR

§ 1.136(a).

AFFI RMVED

HARRI SON E. McCANDLI SH
Senior Adm nistrative Patent Judge

JOHN F. GONZALES
Adm ni strative Patent Judge

RI CHARD B. LAZARUS
Adm ni strative Patent Judge
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